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regional circuit courts of appeal to
a single, newly-created court of
appeals in Washington, D.C., the
United States Court of Appeals for
the Federal Circuit. For the first
time in our nation’s history, there
was no right of appeal in patent
cases to any appellate court of
general jurisdiction.

The creation of the Federal
Circuit in 1982 did not alter the
status of the Supreme Court as the
ultimate authority on patent law
questions. It did, however, bring
about a fundamental change in the
way U.S. patent case law evolved.
In place of multiple appellate
courts issuing independent and
sometimes competing views, a sin-
gle specialized court was given
exclusive authority to interpret
Supreme Court patent precedent

and patent statutes. A system
grounded in competition of ideas
was replaced by one based on a
single court’s specialization and
near-monopoly power.

Proponents of the Federal Cir-
cuit saw virtue in the uniformity
that would result from having a
single court decide all appeals
from district court judgments in
civil actions arising under federal
patent law. But a single lower
court’s interpretation of federal
law can be both uniform and
wrong. Moreover, when such a
specialized appellate court errs,
the error may persist for a very
long time, because no other circuit
court will challenge the view. The
Supreme Court has traditionally
refrained from granting certiorari
until a split in the circuits arises. 

This problem is illustrated in
the case of KSR International Co.
v. Teleflex, Inc., which as we
went to press was soon to be
argued at the Supreme Court.
The Petitioner in this case is chal-
lenging a 23-year-old Federal Cir-
cuit precedent that severely limits
courts’ authority to deem subject
matter “obvious” and thus
unpatentable under 35 U.S.C. §
103(a). A number of legal schol-
ars, economists, lawyers, and
members of the business commu-
nity believe this interpretation of
the patentability standard has
dramatically departed from
Supreme Court precedent and has
resulted in the U.S. economy
being inundated with a flood of
bad patents on trivial adaptations
of existing technology. 

Supreme Court 
Decision Could Thwart
Business Process
Patents
By James W. Dabney and John F. Duffy 

I In 1982, the United States embarked on an experiment in patent law.

Effective October 1, 1982, all appeals from district court judgments in

civil actions “arising under” federal patent law were diverted from the



INTELLECTUAL PROPERTY

The Solicitor General of the
United States, in a brief co-signed
by the United States Patent Trade-
mark Office (“PTO”), has told the
Supreme Court that Federal Cir-
cuit precedent “renders patent
examination and litigation more
costly, it grants patent applicants
unjustified rewards for disclosing
non-innovative subject matter,
and it forecloses competitors from
using the public storehouse of
knowledge that should be freely
available to all.”

The Supreme Court’s decision
in the KSR case is likely to contin-
ue the Supreme Court’s recent
reassertion of its authority over
the proper interpretation of the
Patent Act. The case also shows
that the decisions from the
nation’s specialized patent court
are not immune from scrutiny and
that even long-established doc-
trines of that lower court could be
re-examined by the Supreme
Court. 

DOOR KNOBS

The concept of limiting patents
to “non-obvious subject matter”
traces to the Supreme Court’s
decision in Hotchkiss v. Green-
wood (1851). In that case, the
Court held invalid a patent that
claimed a method of manufactur-
ing doorknobs made of clay or
porcelain. The method included
steps for fastening a knob to a
threaded “shank.” The exact
same method had previously
been used to make knobs of
wood and metal; the alleged
innovation was applying the pre-
existing method to knobs made
of clay or porcelain. In rendering
its judgment the Court formulat-
ed and applied the following
legal standard:

“Unless more ingenuity and
skill in applying the old method
of fastening the shank and the
knob were required in the appli-

cation of it to the clay or porce-
lain knob than were possessed by
an ordinary mechanic acquainted
with the business, there was an
absence of that degree of skill and
ingenuity which constitute essen-
tial elements of every invention.” 

In other words, the improve-
ment is the work of the skillful
mechanic, not an inventor. 

Between 1851 and 1952, the
Supreme Court created a sizable
body of judicial precedents
embracing the Hotchkiss deci-
sion, and in 1952 Congress codi-
fied the “non-obvious subject
matter” condition in § 103 of the
Patent Act (since re-designated §
103(a)). Until September 1982,
the Supreme Court and the
regional circuits continued to
construe § 103 as a “condition
for patentability” that had to be
satisfied before the Government
could properly issue a patent for
particular claimed subject mat-
ter. The traditional understand-
ing of “non-obvious subject
matter” assessed patentability by
whether a person having ordi-
nary skill would have been capa-
ble of adapting existing
technology to achieve a desired
result (e.g., making a clay door-
knob with a threaded shank),
taking into account the state of
the art at the time an alleged
invention was made.

DRAMATICALLY LOWER STANDARD

On October 1, 1982, the Federal
Circuit was granted exclusive
jurisdiction to review district
court judgments rendered in civil
actions “arising under” federal
patent law. Within a year of its
creation, the Federal Circuit open-
ly rejected Supreme Court patent
precedent and re-interpreted §
103 as providing, not a condition
that a patent applicant had to sat-
isfy as a prerequisite to a patent
being granted, but a condition

that the PTO or an accused
infringer had to satisfy before
patent protection for claimed sub-
ject matter could be denied. 

The practical effect of this
change was a drastic expansion of
what qualified for patent protec-
tion. Soon the issuance of patents
for trivial adaptations of pre-
existing technology in the service
of new ends, many of which came
to be called “business method”
patents, became routine.

As re-interpreted by the Fed-
eral Circuit in 1983, § 103 was
said to force the allowance of
patent claims for any permutation
of existing technology, no matter
how trivial the differences
between the claimed subject mat-
ter and prior art, unless the PTO
could prove some “teaching, sug-
gestion, or motivation that would
have led a person of ordinary skill
in the art to combine the relevant
prior art teachings in the manner
claimed.”

Besides making a legal conclu-
sion of patentability both manda-
tory and automatic in the absence
of some contrary affirmative
showing by the PTO, the Federal
Circuit’s re-interpretation exclud-
ed grounds that the Supreme
Court has repeatedly recognized
for holding claimed subject matter
unpatentable. For example, under
Supreme Court patent precedent,
the PTO could reject a patent
claim on the basis that a hypothet-
ical “person having ordinary skill
in the art” would have been capa-
ble of devising claimed technolog-
ical means for achieving a
particular desired result. But
under under Federal Circuit prece-
dent, the PTO cannot reject a
patent claim without positing a
hypothetical person who has “no
knowledge of the claimed inven-
tion,” and demonstrating that
such a hypothetical person would
nevertheless have had hypotheti-
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cal “motivation to combine the
prior art teachings in the particu-
lar manner claimed.” 

The Federal Circuit’s 1983 re-
interpretation of 35 U.S.C. § 103
gave rise to enormous incentives
to load up patent applications
with large numbers of slightly dif-
ferent claims. One of the patents
at issue in the recent “BlackBerry”
litigation had more than 600 dif-
ferent claims whose length easily
exceeded the entirety of the tech-
nical disclosure. 

The BlackBerry litigation
illustrated how the Federal Cir-
cuit’s 1983 re-interpretation has
had profound effects on the patent
litigation process. According to
the Federal Circuit, “motivation
to combine [prior art references] is
a question of fact.” 

This means that to avoid sum-
mary judgment a patentee only
needs to dispute whether a hypo-
thetical person would have been
“motivated” to combine other-
wise undisputed prior art refer-
ences. In place of a legal analysis
that a court can resolve, the Feder-
al Circuit’s re-interpretation of
§103 makes the preemptive effect
of prior art depend on the out-
come of a trial in which experts
battle over what might have been
the hypothetical “motivations” of
a hypothetical person in contrived
and imaginary circumstances.

Equally importantly, the Fed-
eral Circuit holds that a defense of
invalidity cannot be sustained
unless an accused infringer pro-
duces “clear and convincing evi-
dence” that “proves” the
existence of some “‘teaching, sug-
gestion, or motivation that would
have led a person of ordinary skill
in the art to combine the relevant
prior art teachings in the manner
claimed” and that further yields a
jury verdict or a district court’s
specific findings to that effect.
Then, once a lay jury renders a

verdict on the ultimate question of
patent validity, post-verdict or
appellate review is said to be lim-
ited to “re-creating the facts as
they may have been found by the
jury, and… applying the Graham
factors to the evidence of record.” 

Hence in the United States
today, under Federal Circuit prece-
dent, a defendant asserting a
defense of invalidity under § 103(a)
has no assurance that any court, at
any level, will ever give the defense
any independent consideration. The
Federal Circuit’s re-interpretation
of 35 U.S.C. § 103 has coincided
with a spectacular lowering of the
percentage of issued patents held
invalid in federal court litigation
and widespread criticism of the
United States patent system.

TROLLS BEWARE

The brief filed by the Solicitor
General in KSR International Co.
v. Teleflex, Inc. increases the like-
lihood that the case will limit the
patenting of trivial adaptations of
existing technology, and will in
many cases reduce significantly
the risks faced by businesses con-
fronted with claims for alleged
patent infringement

The “key question” that §
103(a) addresses, states the Solici-
tor General’s brief, is whether sub-
ject matter claimed in a patent
“manifests the extraordinary level
of innovation, beyond the capabil-
ities of a person having ordinary
skill in the art, that warrants the
award of a patent.”

The views of the Solicitor
General parallel those urged by
the petitioner. A decision in KSR’s
favor is likely to mean fewer but
stronger patents in all fields of
technology. Limiting patent pro-
tection to “non-obvious subject
matter” tends to increase the value
of patents for meritorious inven-
tions by limiting opportunities for
potential rivals to appropriate and

patent trivial adaptations of a first
comer’s patented technology.

A decision in KSR’s favor also
is likely to improve the quality,
predictability, and reviewability of
patent validity determinations in
infringement litigation. The posi-
tion urged by KSR and the Solici-
tor General would restore courts’
traditional authority to determine
ultimate questions of patent valid-
ity. Firms involved in pending
patent infringement litigation may
benefit from the KSR case by rais-
ing the proper interpretation of §
103(a), and the proper roles of
courts and juries in determining
patent validity, as issues at the
trial court level.

More generally, firms should
be aware that the patent prece-
dents of the Federal Circuit are
not the final word on patent law,
and that Supreme Court review is
a realistic possibility even where
the Federal Circuit law has been
uniform for a long time. 
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